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Claim 1 1 (Amended Once) The device of Claim 7 wherein each magnet has a magnet 

strength of between substantially a b ou t 500 Gauss. 

Claim 12 (Amended Once) The device of Claim 8 wherein said capacity of said sample 
holder is upp i oxima t dy substantially 20 cc's of liquid. 
Claim 13 (Canceled) 

Claim 14 (New) Said magnet of Claim 8 being approximately the same height as said 
cellular material of Claim 1 within said sample holder of Claim 8. 

RESPONSE 

Applicant further respectfully argues that Examiner's rejections are unfounded on the following 
grounds: 

1 . With respect to Examiner's rejection of Claims 2-13 under 35 U.S.C. § 1 2, 11 2, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention, Applicant desires to respectfully traverse this ground of rejection. A 
rejection under 35 U.S.C. § 12, U 2, is premised on the idea that, "the specification shall conclude 

with one or more claims particularly pointing out and distinctly claiming the subject matter which 
applicant regards as the invention." Moreover, a claim may not be rejected solely because of the 
type of language used to define the subject matter for which patent protection is sought. MPEP § 

2173.01. 
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The Examiner's focus during examination of claims for compliance with the requirement for 

definiteness under 35 U.S.C. § 1 2, H 2, is to determine whether the claim meets the threshold 

requirements of clarity and precision, not whether more suitable language or modes of expression 

are available. MPEP § 2173.02. Further, the definiteness of the claim language must be analyzed 

in light of the following: (1 ) the content of the particular application disclosure; (2) the teachings of 
the prior art; and (3) the claim interpretation that would be given by one possessing the ordinary 
level of skill in the pertinent art at the time the invention was made. Id. A rejection of the claim 
under 35 U.S.C. § 1 2, 11 2, is only appropriate if a person of ordinary skill in the art could not 

interpret the metes and bounds of the claim so as to understand how to avoid infringement. See 
Morton /ntV, Inc. v. Cardinal Chem. Co., 5, F.3d 1464, 1470, 28 USPQ2d 1 190, 1 195 (Fed. Cir. 
1993). 

The Examiner rejected Claims 2-4 under 35 U.S.C. § 12, 11 2, as vague and indefinite 
since the applicant has only claimed an "attachment means for affixing a magnet to each of the 
arms" and not the magnets. Applicant respectfully requests that Examiner withdraw the 
rejection because Applicant has amended Claim 1 to include the addition of a magnet after 
"means for adjusting the position of the first and second arm." 

The Examiner rejected Claim 5 under 35 U.S.C. § 12, 11 2, as vague and indefinite for the 
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recitation of the term "flex ion means." Applicant respectfully traverses the rejection and asserts 

that the term "flexion means" is commonly known to a person of skill in the art as the condition of 

being flexed or bent. (medical-dictionary.thefreedictionary.com/flexionPp. Exhibit A.) The term 

"flex ion means" is consistently used by those of skill in the art as the condition of being flexed or 

bent. (Exhibit B.) Applicant, therefore, respectfully submits that the term "flex ion means," is not 

vague and ambiguous, but instead, comprises, and respectfully requests that the Examiner 

withdraws the rejection. 

The Examiner rejected Claims 6,7,10 and 1 1 under 35 U.S.C. § 12, If 2, as vague and 

indefinite since the applicant has only claimed an "attachment means for affixing a magnet to 

each of the arms" and not the magnets. Applicant respectfully requests that Examiner withdraw 

the rejection because Applicant has amended Claim 1 to include the addition of a magnet after 

"means for adjusting the position of he first and second arm." 

With respect to Examiner's rejection of Claim 12 under 35 U.S.C. § 1 12, H 2, Claim 12 

has been amended to read, "The device of Claim 8 wherein said capacity of said sample holder is 
substantially 20 cc's of liquid." Applicant respectfully asks Examiner to withdraw the rejection 
because applicant has amended Claim 8 herein to provide antecedent basis for "the sample 
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holder" and "the capacity." 

With respect to Examiner's rejection of Claim 1 3 under 35 U.S.C. § 1 12, 11 2, Applicant 

has canceled Claim 1 3 because Applicant is not claiming a specimen holder. 

With respect to Examiner's rejection of Claim 8, under 35 U.S.C. § 112, H 2, Claim 8 

has been amended to read, "A sample holder with a capacity and magnet positioning device, 
comprising; a holder having four walls defining an opening; two walls opposite each other ; the 
opening being sized to cooperatively fit a glass specimen holder; means for attachment of said 
magnet of Claim 1 to opposite walls of said sample holder. As a result, Applicant respectfully asks 
Examiner to withdraw the rejection because "the sample holder walls ,, / "the other" have been 
omitted from Claim 8 and Claim 1 has been amended herein to provide antecedent basis for 
magnet. 

With respect to Examiner's rejection of Claim 8, under 35 U.S.C. § 112, H 2, Claim 14 

has been added to read, "Said magnet of Claim 8 being approximately the same height as said 
cellular material of Claim 1 within said sample holder of Claim 8." As a result, Applicant 
respectfully asks Examiner to withdraw the rejection because "the sample", "the same holder" and 
"two of the sample holder walls, (being opposite the other)" have been omitted from Claim 8. 
2. The Examiner's rejected Claims 1-13 under 35 U.S.C. § 102(b), as being anticipated by Wang 

et al. Applicant respectfully desires to traverse this grounds of claim rejection on the basis that 

such a grounds of rejection is completely inappropriate primarily due to the fact that a rejection 

under § 102 (b) requires strict identity between the claimed invention and the reference cited. 
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In the present situation, the Examiner has postulated that that Wang discloses a device for 
establishing and maintaining a static magnetic null field and that it has "a holder having a first 
arm an (sic) a second arm; means for adjusting the position of the first and second arm". The 
examiner explains that this is shown in Figures 8 and 9. However, upon review of Figures 8 and 9, 
it would appear that the "arm portions" of elements 631 and 731 are not in in any form or shape 
possesed of the quality of being able to be ajusted in positioning, as Claim 1 requires. Applicant 
has carefully examined all of the drawings in the Wange '470 reference and sees no means or 
method for adjusting any arms or arm like features containing magnets, and therefore the § 1 02 

(b) grounds of rejection is entirely inappropriate. It would appear that both elements 631 and 731 

are described as "yokes" which do not allow the two magnets held therein to be adjusted with 

respect to the distance between one another. However, to make it clear that the distance between 

the first and second magnet is adjustable, unlike the Wang 631 and 731 yokes, Applicant has 

clarified claim 1 to specify this limitation in a better manner. 

With respect to Examiner's rejection of Claim 8 under 35 U.S.C. § 102(b), Applicant has 

now amended Claim 8 to specify that its magnets are on the exterior of the housing, and not on 

the interior, as shown in Wang '470, figure 7A. 

The Examiner has also rejected Claim 8 under 35 U.S.C. § 1 02(b), as being anticipated by 

Liberti, et al. because the Liberti reference discloses four walls, two of the four walls being opposite 

one another and attachment means for attaching a magnet to each of the two opposing walls. In 
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response to this rejection, Applicant has now amended Claim8 to requre the four walls contain a 
specimen holder for retaining a quantity of cellular material. The Liberti reference does not 
disclose the inclusion of a specimen holder for a quantity of cellular material; rather Fig. 4A shows 
that a ferrous wire 38h is disposed between two magnets; in Fig. 1 C a wire 56B is being used; in 
Fig. 5 a wire 82 is disposed between two magnets 74 and 76; in Fig. 3A a wire 39d is show 
disposed in housing 21 b; in figure 3B a wire 28 is embeded in housing 21c, etc. 

In conclusion, based on the long standing legal rules established for determining the 
validity of 35 U.S.C. § 1 2, 35 U.S.C. § 1 02(b) and 35 U.S.C. § 1 02 (b) rejections, the claims of 
the present invention are patentable. Applicant submits that the claims of the instant application 
are now in condition for allowance. 


Respectfully Submitted, 



JoAnne M. Denison 


Pat. Reg. No. 34,150 


DENISON & ASSOC., PC 
212 W. Washington St, #2004 
Chicago, I L 60606-1607 
312-553-1300 ph, 312-553-1307 fax 
jdenison@surfreexom or www.lawpats.com 
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1. To bend. 


2. To contract a muscle. 
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